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Commissioner of Patents and Trademarks 
Washington, D.C. 20231 

Sir: 



^00 



This Reply Brief is in response to the Examiner's Answer dated May 9, 2001, the 
period for reply extending until July 9, 2001 . 

In the Examiner's Answer, the Examiner maintains the grounds of rejection advanced 
in the final rejection and provides arguments in support thereof. 

Appellant notes that this Reply Brief is being filed under 37 CFJL 1.193(b)(1) and 
is directed to the arguments presented in the Examiner's Answer, and therefore must be 
entered unless the final rejection is withdrawn in response to the instant Reply Brief. With 
regard to this Reply Brief, Appellants note that they are addressing points made in the 
Examiner's Answer and not repeating the arguments set forth in the Appeal Brief. 



-i . 



P17233.A10 



First Issue 




Appellants wish to clarify their remarks with respect to Issue (B). In-particular, Issue 
(B) should have stated "Whether Claim 25 is Improperly Rejected Under the Judicially 
Created Doctrine of Obviousness-Type Double Patenting as being Unpatentable Over 
Claims 1-9 of BENTELE in view of EP '495 and further in view of Handbook for Pulp 
& Paper Technologists, 2*. Ed [hereinafter "SMOOK"]," i.e., the "in view of EP '495" 
was inadvertently omitted from the statement of the issue. 

However, Appellants note that Appellants' arguments are not significantly affected 
by this inadvertent omission. That is, Appellants note that the improper combination of 
claims 1 -9 of BENTELE and EP 4 495 was fully presented in the arguments related to Issue 
(A), as well as the failure of any proper combination of claims 1-9 of BENTELE and EP 
*495 to render at least independent claim 1 obvious. 

Moreover, as previously stated by Appellants, SMOOK fails to teach or suggest any 
of the subject matter noted above as deficient in claims 1 - 9 of BENTELE. Further, 
Appellants submit that SMOOK fails to teach or suggest any of the subject matter noted 
above as deficient in the asserted combination of claims 1 - 9 of BENTELE in view of EP 
'495, and fails to teach or suggest any motivation or rationale for rendering the asserted 
combination of claims 1 - 9 of BENTELE and EP '495 proper under 35 U.S.C. § 103(a). As 
such, Appellants submit that claim 25 is patentably defined over any proper combination of 
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claims 1 - 9 of BENTELE in view EP 4 495 and further in view of SMOOK. 

Accordingly, Appellants request that the Examiner's final rejection of claim 25 under 
the judicially created doctrine of obviousness-type double patenting rejection be reversed, 
and that the application be remanded to the Examiner for withdrawal of the rejection over 
claims 1 - 9 ofBEhTITiLEin viewofEP '495 k vfe^ 
of all claims on appeal, 
fewnti Issue 

Appellants submit that the Examiner has read the prior art in light of Appellants' 
disclosure instead of reading the art for what is actually disclosed in the art alone. On pages 
3-7, section i I {Response to Argument), the Examiner has noted portions of the applied 
document EP c 495 but has interpreted these disclosures relative to the instant invention 
instead of in light of the disclosure of the device of BENTELE (or DE '443, which is a patent 
family member of BENTELE), which is sought to be modified by the Examiner. In 
particular, the Examiner has noted the disclosure of column 1 of EP '495 that "the shoe press 
shown affords the possibility of varying the distribution of the pressing force as desired over 
the width of the web" (Examiner's Answer, page 4, lines 1 - 3). While Applicants 
acknowledge the above disclosure, Applicants submit that Examiner's assertions that this 
disclosure suggests "means to affect a pressure differential between pressures generated by 
the support elements in both the shoe press roll and the counter roll," (Examiner's Answer y 
page 4, lines 4 and 5), is not supported by the art of record. 
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Specifically, Applicants submit that the disclosure of EP '495 is directed to a device 
in which a substantially same force is applied by support elements 13 and 23, although valve 
28 is provided to compensate for the weight of the roll jacket 21, which would otherwise 
increase the applied force against the lower roll However, contrary to the Examiner's 
assertions, Applicants submit that it would not have been apparent to one ordinarily skilled 
in the art, simply because EP '495 discloses that the shoe press affords the possibility of 
varying the distribution of pressing force over the web width, to utilize the teaching of EP 
'495 as a basis for modifying a pressure differential in a system such as BENTELE (or DE 
'443). 

In this regard, Appellants again note that EP '495 does not teach or suggest applying 
a differential pressure to the support elements, and certainly fails to provide any teaching or 
suggestion of varying a pressing force distribution over a width of the web by varying 
differential pressure. Still further, as the above-noted features are neither taught nor 
suggested by EP '495, Appellants submit that EP '495 certainly fails to teach or suggest any 
manner in which differential pressure could be adjusted. Further, Appellants note that, 
because BENTELE (or DE '443) also fails to provide any teaching or suggestion of adjusting 
a pressure differential between internal pressures generated by the at least one second support 
element acting on the roll jacket, or any teaching or suggestion of any structure or apparatus 
which could perform the above-noted change in differential pressure, it would not have been 
obvious to ordinarily skilled in the art to modify BENTELE (or DE '443) in light of the 



P17233.A10 

disclosure of EP 4 495 in the manner asserted by the Examiner. 

Accordingly, Appellants submit that, as neither applied document teaches or suggests 
varying differential pressure in the manner recited in at least the independent claims, no 
proper combination of BENTELE (or DE '443) and EP *495 can render unpatentable the 
combination of features recited in the pending claims. 

Moreover, even assuming, arguendo, that the disclosure of EP *495 related to varying 
the pressing force distribution over the width the web were sufficient to provide some 
teaching related to varying a pressure differential in BENTELE (or DE '443) (which 
Appellants submit it is not), Appellants submit that, as noted by the Examiner, EP '495 only 
discloses a possibility of varying the pressing force distribution, and thus, does not provide 
any teaching or suggestion as to how such a pressing force distribution would be achieved, 
particularly with respect to a system such as BENTELE (or DE *443). Moreover, as noted 
above, as BENTELE (or DE 4 443) certainly does not provide any teaching or suggestion with 
respect to varying differential pressure in the manner recited in at least the independent 
claims, Appellants submit that any proper combination of the applied art would have been 
wholly deficient to render the instant invention obvious- Moreover, the applied art is wholly 
deficient as to any disclosure related to how the asserted variation of the differential pressure 
of BENTELE (or DE *443) would have been obtained in view of the applied art. 

Still further, Appellants submit that, as the above-noted combination of BENTELE 
(or DE *443) and EP '495 (which has been shown to be, not only improper, but inadequate 
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to render the instant invention unpatentable under 35 U.S.C. § 103(a)), provides the basis for 
each ground of rejection maintained by the Examiner, all rejections over the art of record are 
improper and should be reversed and remanded to the Examiner for allowance. 

Moreover, Appellants again note that the applied secondary document of SMOOK 
fails to teach or suggest any of the subject matter noted above as deficient in the asserted 
combination of BENTELE (or DE '443) in view of EP *495, and foils to teach or suggest any 
motivation or rationale for rendering the asserted combination of BENTELE (or DE '443) 
and EP "495 proper under 35 U.S.C, § 103(a). Thus, Appellants submit that any proper 
combination of BENTELE (or DE *443) in view EP '495 fails to render the instant invention 
unpatentable. 

For the foregoing reasons, Appellant submits that the instant rejections over 
BENTELE (or DE '443) in view of EP *495; over BENTELE (or DE '443) in view of EJP 
'495 and further in view of SMOOK; oyer claims 1 - 9 of BENTELE in view of EP '495; and 
over claims 1 - 9 of BENTELE in view of EP '495 and further in view of SMOOK are 
improper for failure to render the combination of features unpatentable and for failure to 
provide the necessary motivation or rationale for modification under 35 U.S.C. § 103(a). 
Accordingly, Appellants submit that, as the asserted combinations of documents are 
improper, the rejections of the claims based upon these improper combinations are likewise 
improper and should be reversed. 

CONCLUSION 
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For the reasons expressed above. Appellant respectfully requests that the grounds of 
rejection advanced by the Examiner be reversed. Appellant further requests that the 
application be returned to the Examining Group for prompt allowance. 

This Reply Brief is submitted herewith in triplicate for the convenience of the Board 
Although neither a fee nor an extension of time is believed to be due with this Reply Brief, 
if an extension of time is necessary, Appellant respectfully requests an extension of time 
under 37 C.F.R. 1 , 136(a) for as many months as would be required to render this submission 
timely. Further, the Commissioner is hereby authorized to charge any additional fee due to 
Deposit Account No. 19-0089. 



July 9, 2001 

GREENBLUM & BERNSTEIN, PX.C. 
1941 Roland Clarke Place 
Reston,VA 20191 
(703)716-1191 




Respectfully submitted, 
H, PRESSING et al^ 
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